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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

American Airlines, Inc. has opposed the application of
Uni ted Service Association for Healthcare to register
BENEFI TS ADVANTAGE as a service mark for "arrangi ng group
di scounts on airfare, hotels and notels, child care, grocery

coupon prograns, preferred shopping services, |ong distance
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t el ephone servi ces, nai ntenance nedi cations, vision care,
nort gage accel eration prograns and novi e passes."! (Qpposer
has alleged, in its anmended notice of opposition,2 that it
is the user and registrant of the mark AAdvantage and design
for "providing a program of bonus flights for frequent

travel ers” and the mark AAdvantage Gol d and design for
"transportation of passengers by air wth door-to-door
service"; that since 1981 it has used these marks in
connection wth bonus awards prograns, nanely airline
frequent flyer prograns; that consunmers (AAdvantage nenbers)
who participate in opposer's AAdvantage program are credited
poi nts (AAdvantage mles) for free or discounted airline
tickets, or discounts on goods and services offered by other
conpani es associ ated with opposer's AAdvant age program that
opposer licenses its AAdvantage and design nmark to conpanies
for use in pronoting their products and services, including
hotel and resort services, car rental, credit card and
banki ng services, and tel ephone services; that opposer has
used its AAdvantage and design mark long prior to
applicant's alleged first use of BENEFI TS ADVANTAGE; t hat
applicant's BENEFI TS ADVANTAGE mark is confusingly simlar
to opposer's AAdvant age and desi gn and AAdvant age GOLD and

design marks and registrations therefor; and that the

1 Application Serial 74/252,938, filed March 5, 1992.

2 (Opposer's nmotion to amend its notice of opposition to include
a pleading of likelihood of confusion with its registered mark
AAdvant age GOLD and desi gn was granted on Septenber 16, 1994.
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regi stration and use by applicant of BENEFI TS ADVANTAGE in
connection with its identified services is |likely to cause
confusi on, deception and m st ake.

Appl i cant has denied the salient allegations of the
noti ce of opposition.

The record includes the pleadings; the file of the
opposed application; the testinony, with exhibits, of
opposer's witness Bruce Chenel, applicant's witness Sara
Earnest,3 and rebuttal testinony depositions of Annette
Espey and Linda Novak.4 1In addition, the parties have
stipulated that the affidavit with acconpanyi ng exhibits of
WIlliamE. Harless are adm ssible evidence of the truth of
what is asserted in therein.

Opposer has also filed, under a notice of reliance,?

applicant's answers to opposer's interrogatories; the

3 (Opposer has objected to certain portions of Ms. Earnest's
testinmony. These objections will be discussed in those portions
of our opinion relating to that testinony.

4 It is noted that the parties have designated certain
testinmony and exhibits as "confidential," but that these

materi als have not all been filed under seal. In particul ar,
certain of the exhibits bear a "confidential" stanp, but have
been subnmitted in binders along with non-confidential exhibits.
In addition, during the testinony deposition of Sara Earnest a
portion of the testinobny was stated to be confidential, and that
portion was, in fact, separately bound and filed under seal.
However, that same portion was al so bound wi th non-confidentia
testinmony, which was not submtted under seal. The parties are
allowed thirty days fromthe date of this decision to separate
out any materials which are confidential, failing which the
Board will treat as confidential only those papers which were
properly filed under seal.

5 Wth its notice of reliance, opposer subnmtted copies of
certain docunents, characterizing themas printed publications.
However, many of these docunents appear to be brochures and
flyers pronoting applicant's services, and are not consi dered
printed publications as that termis defined in Trademark Rule
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di scovery deposition,

w th exhibits,

of Sara Earnest; and

status and title copies of the follow ng registrations owned

by opposer:

NAdvantage
A‘hdvantage Gold

A"hdvantagePlatinur

Appl i cant has submtted,

copies of certain third-party registrations,

are for

under a notice of

mar ks whi ch i nclude the word ADVANTAGE or

provi di ng a program of bonus
flights for frequent
travel ersst

transportati on of passengers
by air with door-to-door
servi ce’

transportati on of passengers
by air; nanely, providing a
program of bonus flights for
frequent travellerss®

reliance,
all of which

its

2.122(e), e.g.,

public in libraries or of genera
has failed to properly identify

reliance by indicating the source
and the date of the publication,
Accordi ngly,

the public. Moreover, opposer
the documents in its notice of

the material being offered.

identified only by Bates nunbers,

books and periodicals available to the genera

circul ati on anong nenbers of

and the general rel evance of
t hose docunents

and not ot herw se made of

record such as by making themexhibits to discovery or testinony

deposi tions, have not

been consi der ed.
if these materials had been consi dered,

W woul d add that even
they woul d not have

changed our decision in this case.

Opposer al so submtted a copy of

its application for

AAdvant age DI AL-IN for "renmpte access system for checking

account

bal ance t hrough autonmated voice response system "

Al t hough opposer subsequently indicated that this application

issued to registration,

regi strati on was never submtted.

for this mark is not of record.

6 Registration No. 1,228,737,
8 affidavit

7 Registration No. 1,269, 455,
affidavit

8 Registration No. 1,788, 496,

i ssued February 22,
accepted; Section 15 affidavit filed.

a status and title copy of the

Accordingly, the registration

1983; Secti on

i ssued March 6, 1984; Section 8
accepted; Section 15 affidavit fil ed.
i ssued August

17, 1993.
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foreign equivalent; the file of opposer's registration for
AAdvant age and desi gn; opposer's answers to applicant's
interrogatories and requests for adm ssion, and opposer's
"Anerican Way" nmagazi ne. ®

The parties have fully briefed the case, and were
represented at an oral hearing before the Board.

Opposer began using the mark AAdvantage and designlf in
1981 for a programto reward frequent flyers of its airline.
Under this program passengers earn credits based on the
mles flown on Anerican Airlines, and when they reach
certain amounts, they can redeemthese "mles" for free
flights. Opposer obtained a registration for AAdvantage and
design for this programin 1983, and subsequently obtai ned
the other registrations which it has nmade of record.
Opposer has al so used AAdvant age (w thout the eagl e design)
as a mark for its services, and has used this termto

identify many of the aspects of its program?l For exanple,

9 To the extent the "printed publications" submtted by
applicant under its notice of reliance do not qualify as printed
publ i cati ons under Trademark Rule 2.122(e), and have not

ot herwi se been made of record, they have not been consi dered.
See footnote 4, supra. Further, even if they had been

consi dered, they would not have changed our deci sion herein.

10 Normally we would use an all-capital-letter format to

i ndi cate a trademark. However, in this case opposer depicts its
mark with two capital A's at the beginning of the word, with the
rest of the word in |lower case. |In order to try to create the
sane visual impact, we have done the sane.

11 Qpposer uses the AAdvantage nmark both with and without the
smal | eagle design. Normally, both depictions are used in the
sane pronotional pieces, although occasionally in sone
materials, such as letters, only the word mark (w thout the

design) will be shown. Because these depictions are used
i nt erchangeably, unless we otherw se specify a particul ar
depiction, we will refer to both depictions as AAdvant age.
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peopl e who are enrolled in the programare call ed AAdvant age
menbers, and they earn AAdvantage mles. AAdvantage Gold is
al so used as a mark to identify that portion of opposer's
program whi ch services passengers who accrue 25,000 mles
per year, while AAdvantage Platinumidentifies that part of
the program for those who accrue 50,000 or nore mles each
year .

Through the years the AAdvantage program has grown. In
addition to the mles obtained by flying on opposer's
airline, AAdvantage nenbers can earn AAdvantage mles in a
vari ety of ways. Opposer now has a nunber of AAdvantage
partners to whomit |icenses use of its AAdvantage mark, and
who will credit an AAdvantage nmenber with mles for staying
with a particular hotel chain, using a particular car rental
service or even flying on an airline other than opposer's.
AAdvant age nenbers can al so obtain AAdvantage m | es by using
a particular bank's credit card or using a particular |ong-
di stance carrier for tel ephone service. The awards for
whi ch AAdvantage mi | es can be redeened have al so grown
through the years. |In addition to free flights and cl ass of
servi ce upgrades on opposer's airline, AAdvantage nenbers
can get free flights on opposer's travel partners, including
Si ngapore Airlines, Cathay Pacific and Reno Air. They are
al so able to get discounts on hotels and car rentals.

Qpposer pronotes its AAdvantage marks in a variety of
ways. They are nmentioned by opposer's reservations agents

to tel ephone callers, and in-flight audio or video
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announcenents are made about the AAdvantage program on
opposer's flights. Applications for nmenbership in the
program are distributed at airports and on flights. Opposer
al so advertises the AAdvantage programin major daily
newspapers and national magazi nes, and pronotes it in radio
interviews. The partners in opposer's AAdvant age program
al so pronote the fact that consuners can earn AAdvant age
mles by purchasing their particul ar goods or services.

Opposer al so engages in significant pronotion of its
AAdvant age marks in newsletters and ot her advertising which
it sends to its active nenbers many tinmes a year (the nunber
of issues a particular nenber receives will depend on such
factors as his level of activity and place of residence).
Al though the parties have stipulated that the actual figures
relating to the nunber of participants in the AAdvant age
program the anount spent on pronoting the program and the
revenue received fromthe programremain confidential, we
can say that AAdvantage nenbers nunber in the mllions, and
t hat pronotional expenditures and revenue are very
substanti al .

Applicant is a nonprofit corporation which provides
benefits packages to enpl oyees of small businesses and
ot hers who do not have access to corporate benefit prograns.
Its di scount packages are offered as part of a nmenbership in
one of applicant's nenbership groups. |In March or April of
1992 applicant started marketing such a package under the

mar k BENEFI TS ADVANTAGE to nenbers of its USA+ group. The
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benefits avail abl e under this package include discounts on
air fares, which are obtained in the formof cash rebates
when one nakes travel arrangenents by calling an 800 nunber
for a particular travel agency; a 50% di scount on hotels,
i ncluding those in the Sheraton, H lton and Marriott chains;
cash rebates on rental cars; as well as savings on such
consuner goods and services as novie tickets, child care,
prescription medication, eyeglasses, an auto club, and a
nortgage equity accel eration program

Applicant markets its BENEFI TS ADVANTACE package to,
inter alia, corporations, which can use the programto
suppl enment enpl oyees' benefits packages.12 Wiile sonme
corporations pay for the BENEFI TS ADVANTAGE package, in the
vast majority of cases it is the individual enployee who
pays for the package, generally through nonthly paynents.

There is no issue as to opposer's priority in view of
opposer's registrations for AAdvantage and design,
AAdvant age GOLD and desi gn and AAdvant age PLATI NUM and
desi gn® which it has made of record. King Candy Co. v.

12 Qur discussion of the marketing and advertising of the
BENEFI TS ADVANTAGE package is limted because nuch of this

evi dence has been marked confidenti al.

13 Al t hough opposer did not nake reference to this registration
inits pleading, it submtted a status and title copy of it
under notice of reliance, identified it as one of opposer's
marks in the interrogatories it served on applicant, and
elicited testinmony about it. Accordingly, we deemthe pleadings
to be anended under FRCP 15(b) to include a ground of I|ikelihood
of confusion with respect to this mark.

14 Wil e opposer has referred in its brief to its registration
for AAdvantage Extra, a status and title copy of this

regi strati on was never submtted, nor did Bruce Chenel, who
identified a "soft copy" of the registration during his
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Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Moreover, opposer has shown prior use of

vari ous AAdvant age marks, includi ng AAdvant age, AAdvant age
m | es, AAdvantage CGold and AAdvant age Pl ati num

This brings us to the issue of likelihood of confusion.
W find that, because of the simlar conmercial inpressions
of opposer's and applicant's marks, and the cl ose
rel ati onshi p between opposer's services and those identified
in applicant's application, applicant's use of its mark for
such services is likely to cause confusion.

Wth respect to the parties' services, we recognize
that there are differences between the progranms as they are
offered by the parties under their respective nmarks.
Specifically, opposer's programallows the consuner to earn
"mles," which can then be redeened for various rewards in
the nature of free or discounted airfares (the di scount
being in the nature of an upgrade fromthe class of service
whi ch is purchased) or free or discounted hotel and rental
car services, while applicant's programis offered as part
of a nenbership plan, and provides a discount off the
regul ar price of various goods or services. And, although
bot h opposer's and applicant's services are marketed to the
general public, there are specific differences in the

parties' marketing nmethods.

testinmony, testify as to the registration's current status and
title. Therefore, this registration is not of record.



Opposi ti on No. 89, 866

However, the question of |ikelihood of confusion nust
be determ ned not on the basis of evidence adduced as to the
nature and character of an applicant's goods or services,
but on the basis of a conparison of the goods or services
set forth in the applicant's application vis-a-vis the goods
or services recited in the opposer's pleaded registration
and/or with which opposer has shown prior use of its mark.
Hecon Corp. v. Magnetic Video Corp., 199 USPQ 502 (TTAB
1978); see al so Canadi an | nperial Bank of Comrerce v. Wlls
Fargo Bank, N. A, 811 F.2d 1490, 1 USP@2d 1813 (Fed. Cr
1987). In this case, applicant's identified services, and
in particular the identified "arrangi ng group di scounts on
airfare, hotels and notels" are very simlar to the services
rendered by opposer under its AAdvant age, AAdvantage GOLD
and AAdvant age Pl ati num marks.

Mor eover, opposer's and applicant's services are
offered to the sane class of consuners, and in particul ar
are marketed to those consuners who fly for business or
pl easure. |In fact, opposer has submtted persuasive
evi dence that there has been an actual overlap in those who
are nenbers of opposer's AAdvant age program and those who
are nmenbers of applicant's BENEFI TS ADVANTAGE program
Because of the very | arge nunber of people who participate
i n opposer's AAdvant age program and the w despread
pronoti on of opposer's AAdvantage narks, many of the

consuners to whom applicant's BENEFI TS ADVANTACE servi ces

10
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are marketed will be aware of opposer's services narketed
under the AAdvantage marks.

Wth respect to the marks, again we recogni ze that
there are specific differences between opposer’'s AAdvant age
mar ks and applicant's BENEFI TS ADVANTAGE mar k. However, the
dom nant commerci al inpression of both opposer's marks and
applicant's mark is the word ADVANTAGE. The bird design
separates the initial two A's in opposer's nmark, such that
the inpression conveyed is of the word ADVANTAGE, rather
than a foreign or coined word which begins with the letters
"AA." Simlarly, when the AAdvant age mar ks appear w t hout
the bird design, applicant depicts the initial "A" in a
different color fromthe word "ADVANTAGE." Even when the
wor d AAdvant age appears in text without the bird design,
consuners will perceive the termas "Advantage" because of
opposer's practice of using AAdvantage with the bird design
at least once in virtually all its materials. Wile we
recogni ze that the initial capital A's and the bird design
i n opposer’'s marks, which are thenselves a |l ogo for Anerican
Airlines' services, are designed to reinforce the connection
bet ween t he AAdvantage program and Anerican Airlines, we do
not think this detracts fromthe inpression that opposer's
mar ks essentially are the word "Advantage." Thus, in both
appearance and connotation, opposer's marks are the

equi val ent of the word "Advantage." 1> Moreover, when

15 W recogni ze that certain of opposer's marks include the
addi ti onal word Gold or Platinum However, these additional

11
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opposer's marks are spoken, such as in radio pronotions,
in-flight announcenents and by tel ephone reservations
agent s, 16 AAdvantage is identical in pronunciation to
" Advant age. "

As for applicant's mark, the term BENEFI TS is
descriptive of applicant's services, (i.e., the group
di scounts are benefits) and would be given | ess origin-
i ndi cating inportance by consuners. Significantly,
applicant has indicated by its own actions that ADVANTAGE is
the domnant elenent in its mark. Wen applicant issued the
menbership cards for its program it did not have roomto
di splay the entire mark BENEFI TS ADVANTAGE, and therefore
used the word ADVANTACE al one. 17

It is well-established that, in articulating reasons

for reaching a conclusion on the issue of |ikelihood of

el ements, with their |audatory connotations, do not change the
essential commercial inpression of the marks.

16 |Inits brief applicant argues that M. Chenel's testinony
does not show that reservation and travel agents pronote
opposer's AAdvantage marks. We disagree. M. Chenel responded,
"Ch, yes, we do" to the question "Do you also pronpte the
AAdvant age mark and AAdvant age program through call-in

i nformati on, when custoners call in to Arerican Airlines?"
Further, he testified that "our reservation agents and travel
agents input AAdvantage nunbers" and di ssemi nate a great deal of
AAdvant age information." We think it appropriate to concl ude
fromthis testinony that the agents nake reference to the
AAdvant age mark. I n any event, such evidence is not necessary
to our decision. A videotape, which opposer nade of record as
part of M. Chenel's testinony, shows that opposer pronotes the
AAdvant age mark aurally through in-flight announcenents.

17 Applicant subsequently renoved the reference to ADVANTAGE
per se fromits cards because of opposer's objections;
nonet hel ess, the fact that applicant chose to depict just the
ADVANTAGE portion of its mark on the cards is instructive as to
applicant's own perceptions of its nark.

12
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confusion, there is nothing inproper in stating that, for
rational reasons, nore or |ess weight has been given to a
particular feature of a mark, provided that the ultimte
conclusion rests on a consideration of the marks in their
entireties. In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. G r. 1985).

Wil e consuners may well note that BENEFI TS ADVANTAGE
has the additional word BENEFITS, they are likely to believe
t hat opposer has adopted this mark as a variant of its
AAdvant age marks in order to identify another of opposer's
travel services, rather than recognize that BENEFI TS
ADVANTACE identifies services comng from applicant.

I n reaching our conclusion that confusion is likely, we
have considered the evidence of third-party registrations
and third-party uses of ADVANTAGE marks subm tted by
applicant. Third-party registrations are not evidence of
use of the marks shown therein, nor are they proof that
consuners are famliar with the marks. Hilson Research Inc.
v. Society for Human Resource Managenent, 27 USPQR2d 1423
(TTAB 1993). They may, however, be relied on to show that a
word comon to each has a readily understood and wel | - known
meani ng and that it has been adopted by third parties to
express that neaning. Ritz Hotel Ltd. v. Ritz Cl oset Seat
Corp., 17 USPQ2d 1467 (TTAB 1990). In this case, they show

t hat ADVANTAGE has a suggestive connotation indicating a

13
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"benefit or profit" or "a factor favorable or conducive to
success. "18
However, whatever weakness opposer's AAdvantage narks
may have had due to the suggestiveness of "Advantage" has
| ong been overcone by opposer's extensive use and
advertising of these marks. G ven the length of this use,
t he nunber of people who are enrolled in the AAdvant age
program and the exposure of the public to these marks
t hrough in-flight announcenents and advertising by both
opposer and its AAdvant age program partners, 19 we consi der
opposer's AAdvantage marks to be strong and wel | - known.
Wth respect to third-party use, we recogni ze that
evi dence of w despread and significant use by third parties
of marks containing elenents in conmon with the mark being
opposed can serve to denonstrate that confusion is not
likely to occur. This is because the presence in marks of
comon el enents extensively used by others, unrelated as to

source, may cause purchasers not to rely upon such el enents

18  The American Heritage Dictionary, new coll. ed., © 1975.
The Board may take judicial notice of dictionary definitions.
University of Notre Danme du Lac v. J.C. Gournet Food I|mnports
Co., Inc., 213 USPQ 594 (TTAB 1982), aff'd. 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).

19 Applicant has attenpted to nininze opposer's extensive
pronotion of its AAdvantage marks by pointing out that nost of
its advertising and advertising expenditures are directed to
menbers of opposer's AAdvantage program \hile that may be
true, AAdvantage program nmenbers cannot be considered a linmted
nunber of people, such as those who m ght be nenbers of a
private club. Rather, because so many mllions of people are
enrolled in the AAdvantage programthey are, in effect, the
public at large, and therefore we find the AAdvantage marks to
have been wi dely and extensively promoted throughout the United
St at es.

14
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as source indicators, but to |look to other elenents as a
means of distinguishing the source of the goods and/or
services. Hilson Research Inc. v. Society for Human
Resour ce Managenent, supra.

In this case, however, the evidence provided by
applicant, through the testinony of Ms. Earnest, is not
sufficient to show that the public has had such w despread
exposure. For the nost part, her testinony is only that she
has heard of certain ADVANTACE mar ks, but she has not
provided any information as to the length or extent of their
use, such that we can ascertain their inpact on the public.
For exanple, she testified that she saw the mark | NFORVATI ON
ADVANTAGE on a cable TV "spot," but she did not know the
products or services with which this mark is used. She also
submtted, in connection with her testinony, brochures which
i ncluded the terns and/or marks QUALI TY ADVANTAGE, TRAVELERS
ADVANTACGE and SHOPPERS ADVANTAGE, 2° and testified that she
had called the "800 nunber"” to "visit with the inbound
tel emarketing operator" about the progranms. This evidence
is of limted probative value, as there is no information
about the extent of the use or pronotion of these marks, nor
is there any adm ssible information about the services.

O her testinony relating to third-party use includes the

20 (Opposer has objected to these exhibits, and the testinony
relating thereto, as hearsay. |Insofar as applicant has sought
to use the statenents nade in those brochures as evi dence of
their truth, we agree that this is hearsay. However, the
exhibits are adm ssi bl e as evidence of the existence of the

br ochur es.

15



Opposi ti on No. 89, 866

mar K ADVANTAGE PROGRAM which is used for a debit card for
vendi ng machi nes for students at Mam Dade Junior Coll ege.
Again, it would appear that there is very limted use of
this mark. Moreover, the mark is for services which are in
a different category fromthose of opposer and applicant.

Finally, the fact that there is no evidence of actual
confusi on does not persuade us to find that confusion is not
i kely. Evidence of actual confusion is not a prerequisite
for finding |Iikelihood of confusion. Moreover, it is well-
recogni zed that evidence of actual confusion is notoriously
difficult to obtain. Gven this, as well as the limted
nunber of applicant's custoners and the limted tinme in
whi ch applicant has used its mark, the |ack of evidence of
actual confusion does not show that confusion is not |ikely
to occur.

Thus, when all the rel evant duPont factors are
considered, including the simlarity of the identified
services, the commercial inpressions of the marks, the
strength and renown of opposer's mark, and the |ack of
sophi stication of consuners of opposer's and applicant's
services, we find that applicant's use of BENEFI TS ADVANTAGE
for, in particular, "arranging group discounts on airfare,
hotels and notels"” is likely to cause confusion with respect
to the travel discount and other services provided by
opposer under its various AAdvantage narks.

Deci sion: The opposition is sustained.

16
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R F. G ssel

E. J. Seeherman

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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